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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Withdrawal of Finality 

The finality of the rejection of the last Office action has been withdrawn by the decision 
of Appeal conferees Chris Fiorilla and Tim Meeks on November 23, 2009, and, therefore, the 
finality of that action is withdrawn. 

Response to Amendment 

Amendment filed on February 6, 2009 has been entered. Claims 15-19, 30 and 31 are 
pending in the application. 

Claim Rejections - 35 USC § 112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Rejection of claims 17-19 under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement has been withdrawn due to amendment. 

3. Rejection of claims 17-19 under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for R 1 n SiX 4 _ n , wherein n is 1, 2, 3 as in claim 15 does not reasonably 
provide enablement for R^SiXy.n because y is unknown, has been withdrawn due to amendment. 

4. Rejection of claims 17-19 under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement as reciting R^SiXy-n in claim 17 recites has been withdrawn due to 
amendment. 

5. Claim 18 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 
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Claim 1 8 recites performing silylation additionally with organosiloxane of the formula (II) which 
was not described in the specification. The Applicants' specification describes performing 
silylation either with (I) or (II) not with both compounds. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claim 18 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 18 recites "R 3 n SiX y .„" , wherein R 3 is unknown, and, thus, it renders the claim 
indefinite since it is practically impossible to understand what compound is used. Moreover, 
claim 17 recites organosiloxane (II) in alternative form only, and thus, the meaning of a mixture 
of the organosiloxane (II) with "R 3 n SiX y . n "is not clear 

For this reason claim 18 has been withdrawn from consideration because the meaning 
of R 3 n SiXy_ n and the meaning of a mixture of R 3 n SiX y . n with organosiloxane (II) is unclear. 

8. Claim 15-17, 19, and 30-36 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 15 recites "I or mixtures of I or II, and I and II being used alone or in any desired 
mixtures", which renders the claim indefinite because it is not clear why "I and II being used 
alone" is used after reciting "I or II". For examining purposes the phrase was interpreted as "I or 
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mixtures of I or II, or any mixtures of I and II and I and II being used alone or in any desired 
Examiner Note 

The grounds of rejection over Barthel et al (US 5686054) and Tojo et al (US 5278204) 
have been withdrawn. 

New grounds of rejections are as follows: 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 15-17, 19, and 30-36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Endo et al (JP 04298538 A). 

Endo et al discloses silica particles having average particle size of 0.1-5 microns and 
BET 100-700 m 2 /g (See [0012]) and obtained from silica particles containing 1-30/nm 2 of silanol 
groups, where 30-70% of the whole silanol groups are blockaded by being treated with silane 
coupling agents such as vinyltriethoxysilane (See Abstract). Thus, 70-30% of the whole 1- 
30/nm 2 silanol groups (i.e. 0.3-21 SiOH/nm 2 ) would remain unblockaded, and thus, silica is 
partly hydrophobic silica. 

Note that the amount 0.3-21 SiOH/nm 2 overlaps claimed range of 0.9-1.7 SiOH/nm 2 ; and 
a degree of coverage 30% < x <70% overlaps claimed degree of coverage of 1% < t <50% . It is 
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well settled that overlapping ranges are prima facie evidence of obviousness. It would have been 
obvious to one having ordinary skill in the art to have selected the portion of Endo et al's range 
that corresponds to the claimed ranges. 

As to claimed methanol number and claimed a contact angle 8 , since the degree of 
hydrophobicity, i.e. contact angle 6 and methanol number, is determined by the number of free 
SiOH groups, the methanol number would also be within claimed range of less than 30 or less 
than 20. 

As to claimed amount of silane and claimed carbon content , since in the silica particles of 
Endo et al, 30%-50% of SiOH groups would be covered with claimed vinyltriethoxysilane such 
that claimed amount 0.9-1.7 SiOH/nm 2 would remain unblocked, the vinyltriethoxysilane would 
be used in the same amount as in claimed process, i.e. within 0.015 mmol/g-0.15 mmol/g per 100 
m 2 /of silica BET surface, and, thus, the carbon content would be within claimed range of 0-2.0 
wt % . 

As to claims 16, 19, and 33 , limitations of the claims are not addressed as being optional. 
Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elena Tsoy Lightfoot whose telephone number is 571-272-1429. 
The examiner can normally be reached on Monday-Friday, 9:00AM - 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Elena Tsoy Lightfoot, Ph.D. 
Primary Examiner 
Art Unit 1792 

January 7, 2010 
/Elena Tsoy Lightfoot/ 



